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DETAILED ACTION 

1 . This action is responding to application papers filed on 12-20-2002. 

2. Claims 30 - 53 are pending. Claims 1 - 29 have been canceled. Claims 30, 38, 
43, 48, 53 are independent. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 30 - 37 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 30 - 37 disclose an information 
signal, which is non-functional descriptive material per se such as music, literary works, 
or a compilation or mere arrangement of data. 

When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 
no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102(e) 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 30, 35, 37 are rejected under 35 U.S.C. 1 02 (e) as being anticipated by 
Moskowitz et al. (US Patent No. 5,889,868). 

With Regards to Claim 30, Moskowitz discloses an information signal embodied on a 
computer readable medium, the information signal comprising: 

a) electronic content; (see Moskowitz col. 2, lines 26-30: audio, video, and other 
multimedia works (electronic content)) and 

b) control information for controlling at least one predefined use of the electronic 
content; (see Moskowitz col. 2, lines 62-65: force degradation of content if 
watermark removed; control attempt to create copy of content) 

c) wherein the control information is a substantially invisible and substantially 
indelible part of the information signal, (see Moskowitz col. 10, lines 15-18: 
watermark integrated as closely as possible with content) 

With Regards to Claim 35, Moskowitz discloses an information signal as in claim 30, in 
which the control information is intertwined with the electronic content, (see Moskowitz 
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col. 10, lines 15-18: watermark (information control signal) integrated (intertwined) with 
content signal) 

With Regards to Claim 37, Moskowitz discloses an information signal as in claim 30, 
wherein the computer readable medium is one of: a DVD, a video cassette tape, a 
magnetic disk, an optical disk, and a network, (see Moskowitz col. 6, lines 44-45: optical 
disk (CD); delivery mechanism) 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 31 - 34, 36, 38 - 53 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Moskowitz in view of Stefik et al. (US Patent No. 5,629,980). 

With Regards to Claims 31, 46, 49, Moskowitz discloses an information signal as in 
claims 30, 43, 48, in comprising control information, (see Moskowitz col. 3, lines 18-22: 
carry watermark control information carried in content signal) Moskowitz does not 
specifically disclose an indication of whether the electronic content may be copied. 
However, Stefik disclose wherein an indication of whether the electronic content may be 
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copied, (see Stefik col. 34, lines 34-40: control information; indication content can be 
copied) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for an indication content may be copied as taught by Stefik. One of ordinary skill in the 
art would have been motivated to employ the teachings of Stefik in order to enable the 
capability for a distribution system where the means for billing is always transported with 
the work, (see Stefik col. 3, lines 45-47: " ... It would be desirable to have a distribution 
system where the means for billing is always transported with the work. ...") 

With Regards to Claims 32, 39, 47, Moskowitz discloses an information signal as in 
claims 30, 38, 43, in comprising control information, (see Moskowitz col. 3, lines 18-22: 
carry watermark control information carried in content signal) Moskowitz does not 
specifically disclose a number of times the electronic content may be used. However, 
Stefik discloses wherein a number of times the electronic content may be used on a 
given appliance, (see Stefik col. 34, lines 34-40: make one or more copies (number of 
copies) of the digital work) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for an indication of the number of times content may be copied as taught by Stefik. 
One of ordinary skill in the art would have been motivated to employ the teachings of 
Stefik in order to enable the capability for a distribution system where the means for 
billing is always transported with the work, (see Stefik col. 3, lines 45-47) 
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With Regards to Claims 33, 40, Moskowitz discloses an information signal as in claims 
30, 38, wherein comprising control information, (see Moskowitz col. 3, lines 18-22: carry 
watermark control information carried in content signal) Moskowitz does not specifically 
disclose content may only be copied to appliances capable of enforcing the control 
information. However, Stefik discloses wherein an indication that the content may be 
copied only to appliances capable of enforcing the control information, (see Stefik col. 3, 
lines 59-60: digital works may only be accessed by other secure repositories) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
where content is copied only to appliances that are capable of enforcing the control 
information as taught by Stefik. One of ordinary skill in the art would have been 
motivated to employ the teachings of Stefik in order to enable the capability for a 
distribution system where the means for billing is always transported with the work, 
(see Stefik col. 3, lines 45-47) 

With Regards to Claims 34, 41, Moskowitz discloses an information signal as in claims 
30, 38, in which the control information comprises an expiration date after which the 
electronic content cannot be used, (see Moskowitz col. 3, lines 18-22: carry watermark 
control information carried in content signal) Moskowitz does not specifically disclose 
an expiration date. However, Stefik discloses wherein an expiration date after which the 
electronic content cannot be used, (see Stefik col 49, II 55-57: expiration time period for 
usage rights) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
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for an expiration date after which the electronic content cannot be used as taught by 
Stefik. One of ordinary skill in the art would have been motivated to employ the 
teachings of Stefik in order to enable the capability for a distribution system where the 
means for billing is always transported with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 36, Moskowitz discloses an information signal as in claim 30. 
(see Moskowitz col. 3, lines 18-22: carry watermark control information carried in 
content signal) Moskowitz does not specifically disclose that at least one predefined 
use is selected from the group consisting of: copying the information signal from one 
electronic device to another, converting the information signal to analog form, 
converting the information signal to digital form, and rendering the information signal. 
However, Stefik discloses wherein rendering the information signal, (see Stefik col 36, 
lines 29-32: play (render) content through a transducer such as a speaker or display 
device) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for the selection of one predefined use as taught by Stefik. One of ordinary skill in the 
art would have been motivated to employ the teachings of Stefik in order to enable the 
capability for a distribution system where the means for billing is always transported with 
the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 38, Moskowitz discloses a rights management method 
comprising the steps of: 
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(a) receiving an information signal at a first device, the information signal comprising 
a content portion and steganographically encoded control information, the control 
information comprising an indication of whether at least part of the content 
portion may be copied; (see Moskowitz col. 10, lines 15-18: signal includes 
watermark (control information)) 

(b) steganographically decoding the received information signal to recover the 
control information; (see Moskowitz col. 3, lines 18-22: decode watermark 
(control information) from signal) 

Moskowitz does not specifically disclose copying the content. 
However, Stefik discloses: 

(c) using the control information to determine whether at least part of the information 
signal may be copied to a second device; (see Stefik col. 34, lines 34-40: control 
information; indication content can be copied) and 

(d) copying at least part of the information signal to the second device if permitted by 
the control information, (see Stefik col. 34, lines 34-40: control information; 
indication content can be copied) 

It would have been obvious to one of ordinary skill in the art to modify 
Moskowitz for copying the content as taught by Stefik. One of ordinary skill in the 
art would have been motivated to employ the teachings of Stefik in order to enable 
the capability for a distribution system where the means for billing is always 
transported with the work, (see Stefik col. 3, lines 45-47) 
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With Regards to Claim 39, Moskowitz discloses a method as in claim 38, in which the 
control information further comprises an indication of a number of times the content may 
be rendered by a given device, (see Moskowitz col. 3, lines 18-22: carry watermark 
control information carried in content signal) Moskowitz does not specifically disclose a 
number of times the content may be rendered. However, Stefik discloses wherein an 
indication of a number of times the content may be rendered by a given device, (see 
Stefik col 37, lines 18-22: number of copies in print request (number of times content 
may be rendered) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for a number of times the content may be rendered as taught by Stefik. One of 
ordinary skill in the art would have been motivated to employ the teachings of Stefik in 
order to enable the capability for a distribution system where the means for billing is 
always transported with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 42, Moskowitz discloses an information signal as in claim 38, in 
which the control information is intertwined with the electronic content, (see Moskowitz 
col. 10, lines 15-18: watermark (information control signal) integrated (intertwined) with 
content signal) 

With Regards to Claim 43, Moskowitz discloses a method comprising: 

a) steganographically decoding an information signal to recover first control 

information; (see Moskowitz col. 3, lines 63-67: decode watermark signal based 
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on original watermark information) 

b) modifying, at least in part, the first control information to obtain second control 
information; (see Moskowitz col. 3, lines 59-60: inverting (modifying) watermark 
or control information) and 

c) steganographically encoding the second control information into the information 
signal, (see Moskowitz col. 3, lines 61-62: encode watermark including inverted 
watermark) 

Moskowitz does not specifically disclose one governed operation on the information 
signal. 

However, Stefik discloses: 

b) performing at least one governed operation on the information signal based at 
least in part on the recovered first control information; (see Stefik col. 34, lines 
34-40: control information; indication content can be copied (governed 
operation)) 

It would have been obvious to one of ordinary skill in the art to modify 
Moskowitz to perform one governed operation on the information signal as taught by 
Stefik. One of ordinary skill in the art would have been motivated to employ the 
teachings of Stefik in order to enable the capability for a distribution system where 
the means for billing is always transported with the work, (see Stefik col. 3, lines 45- 
47) 

With Regards to Claim 44, Moskowitz discloses a method as in claim 43, further 
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comprising: removing, at least in part, the first control information from the information 
signal, (see Moskowitz col. 3, lines 18-22: encoding and decoding (removing) 
watermarks or control information from signal) 

With Regards to Claim 45, Moskowitz discloses a method as in claim 44, in which the 
removing step is performed before the steganographically encoding step, (see 
Moskowitz col. 4, lines 18-31: method for varying encode/decode algorithms) 

With Regards to Claim 48, Moskowitz discloses a method comprising the steps of: 

(a) receiving a digital information signal, the digital information signal including 
control information steganographically encoded therein; (see Moskowitz col. 10, 
lines 15-18: signal includes watermark (control information)) 

(b) recovering the control information from the digital information signal; (see 
Moskowitz col. 3, lines 18-22: decode watermark (control information) in a signal) 

(f) recovering the control information from the recorded information signal; (see 
Moskowitz col. 3, lines 18-22: decode watermark (control information) in a signal) 

Moskowitz does not specifically disclose to govern at least one use of the 
information signal and rendering the information signal through an analog output. 
However, Stefik discloses: 

(c) using the control information to govern at least one use of at least part of the 
digital information signal; (see Stefik col. 34, lines 34-40: control information; 
indication content can be copied (governed operation)) 



Application/Control Number: 10/618,427 Page 12 

Art Unit: 2136 

(d) rendering at least part of the digital information signal through an analog output; 
(see Moskowitz col. 36, lines 29-32: play (render) content with speakers (analog 
output)) 

(e) recording the rendered information signal on a computer readable medium; (see 
Stefik col. 34, lines 34-40: control information; indication content can be copied) 

(g) using the control information to govern at least one use of the recorded 

information signal, (see Stefik col. 34, lines 34-40: control information; indication 
content can be copied (governed operation)) 
It would have been obvious to one of ordinary skill in the art to modify 
Moskowitz to govern at least one use of the information signal and rendering the 
information signal through an analog output as taught by Stefik. One of ordinary 
skill in the art would have been motivated to employ the teachings of Stefik in order 
to enable the capability for a distribution system where the means for billing is 
always transported with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 50, Moskowitz discloses a method as in claim 48, comprising 
control information. Moskowitz does not specifically disclose a portion of the 
information signal may be rendered on an audio or video output. However, Stefik 
discloses wherein at least a portion of the information signal may be rendered on an 
audio or video output, (see Stefik col. 36, lines 29-32: play (render) signal in an audio 
(speaker) or video (display device)) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
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for a portion of the information signal to be rendered on an audio or video output as 
taught by Stefik. One of ordinary skill in the art would have been motivated to employ 
the teachings of Stefik in order to enable the capability for a distribution system where 
the means for billing is always transported with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 51, Moskowitz discloses a method as in claim 50. (see 
Moskowitz col. 3, lines 18-22: carry watermark control information carried in content 
signal) 

Moskowitz does not specifically disclose rendering on an audio output or not 
rendering on an audio output. 
However, Stefik discloses: 

a) in which step (c) comprises determining, based at least in part on the control 
information, that the information signal may be rendered on an audio output, (see 
Moskowitz col. 36, lines 29-32: work sent through some kind of transducer, 
speaker (audio output)) and 

b) in which step (g) comprises determining, based at least in part on the control 
information, that the information signal may not be rendered on an audio output, 
(see Moskowitz col. 36, lines 29-32: work sent through some kind of transducer, 
display device) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for rendering on an audio output and not rendering on an audio output as taught by 
Stefik. One of ordinary skill in the art would have been motivated to employ the 
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teachings of Stefik in order to enable the capability for a distribution system where the 
means for billing is always transported with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 52, Moskowitz discloses a method as in claim 48. (see 
Moskowitz col. 3, lines 18-22: carry watermark control information carried in content 
signal) Moskowitz does not specifically disclose the analog output comprises at least 
one of: a printer, a computer monitor, a television, and a speaker. However, Stefik 
discloses wherein the analog output comprises a speaker, (see Moskowitz col. 36, lines 
29-32: play through a speaker (analog output)) 

It would have been obvious to one of ordinary skill in the art to modify Moskowitz 
for an analog output comprising a speaker as taught by Stefik. One of ordinary skill in 
the art would have been motivated to employ the teachings of Stefik in order to enable 
the capability for a distribution system where the means for billing is always transported 
with the work, (see Stefik col. 3, lines 45-47) 

With Regards to Claim 53, Moskowitz discloses a rights management method 
comprising: 

a) receiving an information signal at a first device, the information signal including 
content and steganographically encoded control information; (see Moskowitz col. 
10, lines 15-18: signal includes watermark (control information)) 

b) steganographically decoding the information signal to recover the control 
information; (see Moskowitz col. 3, lines 18-22: decode watermark (control 
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information) in a signal) 

Moskowitz discloses degrading the quality of the content, (see Moskowitz col. 2, 
lines 62-65: degrading of content when attempts to remove watermarks) Moskowitz 
does not specifically disclose rendering of the content. 
However, Stefik discloses: 

c) using the control information to govern at least one rendering of the content, (see 
Stefik col. 34, lines 34-40: control information; indication content can be copied 
(governed operation)) 
It would have been obvious to one of ordinary skill in the art to modify 
Moskowitz govern at least one rendering of the content as taught by Stefik. One of 
ordinary skill in the art would have been motivated to employ the teachings of Stefik 
in order to enable the capability for a distribution system where the means for billing 
is always transported with the work, (see Stefik col. 3, lines 45-47) 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlton V. Johnson whose telephone number is 571- 
270-1032. The examiner can normally be reached on Monday thru Friday , 8:00 - 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nasser Moazzami can be reached on 571-272-4195. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Carlton V. Johnson 

Examiner 

Art Unit 2136 



CVJ 

April 14, 2008 



/Nasser G Moazzami/ 

Supervisory Patent Examiner, Art Unit 2136 



